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Under the guise of a so-called "reply brief" oppos-

ing counsel have argued the question of aggregation

from a new point of view. As we have not heretofore

had an opportunity of replying to such argument, we

feel justified in preparing this brief and asking the

Court to consider the same.

Counsel make two new contentions, to wit:

1. That the "governor" is not described and, there-

fore, the patent is an insufficient disclosure of the in-

vention.

2. That the "governor" is not made an element



of tlic Uoblc claims and therefore there is no co-

operation between the elements of the claims.

Counsel state on page 2 of their reply brief:

"Particular attention is called to the fact that

nowhere in the description of the patent is there

described, or is there shown in the drawings of the

patent, any such governor or governing mechanism
or any mechanical connection with the needle valve

mechanism of the nozzle."

Likewise, throughout their discussion of this point,

they continually refer to the absence of a disclosure of

a "mechanical connection between the governor and

needle valve."

The foregoing statements disclose an almost incred-

ible ignorance of the Doble invention. It is difficult

to believe it is not a pretended ignorance. We trust,

however, it is real and not simulated, as we would

dislike to think that opposing counsel would resort to

such tactics.

The governor is not intended to be connected with

the needle valve. It is connected to the nozzle body

by links and rods and is simply a "means" or ''motor"

for automatically moving the nozzle body up and

down in a vertical plane, so as to direct the jet on and

ofT the buckets of the water wheel. By referring to

Figure III of the Doble patent in suit, and which fig-

ure we have reproduced opposite page 1 1 of our brief

heretofore filed herein, it will be seen that the link



connecting the nozzle with the governor mechanism

is indicated below the nozzle body. Only a portion of

this link is shown as it was unnecessary to show the

governor mechanism, the same being a well-known

device purchasable in the open market as an entirety

and adapted to be connected up with any kind of a

deflectible nozzle.

Exhibit LL, reproduced opposite page 24 of our

former brief herein, shows a governor 6 connected

up with the nozzle body by the ordinary link con-

nections. This exhibit was made by Mr. Doble's

draftsman in June, 1900, and the governor illustrated

therein was one being sold at that time by the Lom-

bard Governor Company. This company, long prior

to Doble's invention herein, was selling these gov-

ernors for use with deflecting nozzles and anyone

skilled in the art would have no more difficulty in

connecting them up with deflecting nozzles than one

would have in connecting up a steam engine with a

lathe by means of pulleys and belts.

On page 980 of the record there will be found a

reproduction of the drawings forming a part of

Doble's patent for the broad combination of the needle

valve and deflecting nozzle. In these drawings, the

governor mechanism 27 is very clearly illustrated.

The shaft, about which the centrifugal governor balls

revolve, is connected with the water wheel shaft by a

belt so that the speed of rotation of the balls is di-

rectly dependent upon the speed of rotation of the



water wheel. As the latter speeds up these balls

rotate at a greater speed and, by reason of centrifugal

force, rty further and further apart, thus raising the

levers that bear them. The raising of these levers

operates valves controlling the movement of the piston

rod in the hydraulic cylinder of the governor mechan-

ism. To the piston rod is attached a rack whose move-

ment operates a toothed sector mounted on a shaft.

This shaft is connected by a crank and links to the

nozzle body. The rotation of the centrifugal balls at

a speed above normal causes the piston rod to be

moved in one direction thereby moving the rack and

toothed sector which, through the intervening mechan-

ism, move the nozzle body downward or away from

the buckets of the water wheel. Through the move-

ment of the piston rod in the opposite direction, due

to the rotation of the centrifugal balls at a speed below

normal, the nozzle body is moved upward or toward

the buckets thus directing the jet more wholly upon

the buckets of the same.

Regarding these governing or regulating means, Mr.

Doble states in this patent, the application for which

was filed on the same day that the original application

for the patent in suit was filed:

"I do not particularly describe the construction

of these regulating means because they are well

known as an article of separate manufacture, are

commonly applied to water w^heels and capable of

modification to meet the requirements in different

cases."



From the foregoing, it is apparent that the governor

referred to in the patent in suit is merely a motor

means for automatically raising and lowering the noz-

zle body. Prior to Doble's invention it was a well-

known device on the market and in common use in

connection with deflecting nozzles. At pages 796 to

798 of the record there will be found a patent issued

in 1896 to David Richardson for a governor. A mere

glance at this patent is sufficient to enable one to

understand the operation of governors and the manner

in which they are connected up with deflecting nozzles.

There was, therefore, no reason whatever for de-

scribing such a governor in the patent in suit. When
one secures a patent for a lathe he does not describe a

steam engine used for operating it. Patents are ad-

dressed to those skilled in the art and the descrip-

tions contained therein are sufficient if thereby the

parties to whom they are addressed can practice the

invention. There is not a word of testimony in the

record to the effect that the description in the patent

in suit is insufficient or that any one skilled in the art

would have any difficulty in practicing the invention

after a mere reading of such description. As there

is no evidence whatever to the contrary on this point,

the prima facie presumption of validity must prevail

and the patent held to contain a sufficient description.

The language of Mr. Justice Bradley in Loom Co.



vs. IIIgj(ins, 105 U. S., 585, is a conclusive answer to

the contentions of opposing counsel on this point:

"If a mechanical engineer invents an improve-

ment upon any of the appendages of a steam en-

gine, such as the gear valve, the condensor, the

steam chest, the walking beam, the parallel mo-

tion or what not, he is not obliged, in order to

make himself understood, to describe the engine,

nor the particular appendage to which the im-

provement refers, nor its mode of connection with

the principal machine. These are already familiar

to others skilled in that kind of machinery. He
may begin at the point where his invention begins

and describe what he has made that is new, and

what it replaces of the old. That ivhich is com-

mon and well known is as if it were written out

in the patent and delineated in the drawings/'

In the case at bar, the "governor," as a motor device

for automatically deflecting nozzles up and down in a

vertical plane, was a well-known device in common

use at the time of Mr. Doble's invention herein. Such

Doble nozzle is intended to be used in connection

with such a governor. There was, however, no reason

for Mr. Doble to describe in his patent such well-

known device. It was sufficient for him to merely

mention it as the "means" for deflecting his nozzle.

As Mr. Justice Bradley says:

"That which is common and well known is as if

it were written out in the patent and delineated

in the drawings.''



The next contention is that the "governor" is not

an element and that without it, there is no co-opera-

tion between the elements of the claims. It is evident

from a reading of these claims that they are for sub-

combinations intended for use in a hydraulic appa-

ratus, comprising a water wheel, a needle regulating

deflecting nozzle and a governor for deflecting the

nozzle. The claims refer to the nozzle as being

pivoted and having its axis of movement in the plane

of the nozzle curvature. Of course the nozzle could

not move unless there were means in the device for

moving it and such means are referred to in the speci-

fication as the "governor" or "regulator." It is well

established that sub-combinations need not be operative

alone. They are never intended to operate save in

conjunction with other devices.

On this point, it is said in Sec. 176 of Walker on

Patents:

"A claim may cover the entire process, machine,

manufacture or composition of matter which is set

forth in the description, or it may cover such parts

or such sub-processes, or such combinations, as

are new and useful inventions; and the specifica-

tion may contain a claim for the whole and other

claims for separate parts and still other claims for

separate sub-processes or combinations, and the

subject of a claim needs not to be operative alone,

for utility is justly ascribed to things which have

their use in co-operating with other things to per-

form a useful work."
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In answering precisely such a contention as is made

herein, Mr. Justice Brown, in Deerin^ vs. JVinona

Harvester JVorks, 155 U. S., 302, said:

"Defendants further insist that the twentieth

claim of this patent is invalid by reason of the fact

that, if the board d' be construed, as it evidently

must, as a board pivoted to the butt-adjuster, the

combination is incomplete and inoperative, because

the means by wliir/i it is held and controlled are

not stated in the claim; and if the additional ele-

ments, namely the arms d2 and d3 and d4, be read

into it, it becomes the same as the twenty-first

claim and the novelty of the claim must be made

to depend upon the peculiarities of the board d'.

Admitting that additional elements are necessary to

render the device operative, it does not necessarily

follow that the omission of these elements invali-

dates the claim, or that the precise elements de-

scribed in the patent as rendering it operative must

be read into the claim. If Steward were in fact

the first to invent the pivotal extension to a butt-

adjuster, he is entitled to a patent therefore, though

the infringer may make use of other means than

those employed by him to operate it. Loom Com-
pany vs. Higgins, 105 U. S., 580, 584. In such

case any appropriate means for making it operative

will be understood."

In the case of Brammer vs. Schroeder, 106 Fed.,

918, the Court of Appeals for the Eighth Circuit

said:

"A claim for a machine or a combination of



mechanical devices is not insufficient or invalid

because it does not include mechanical devices for

uniting and operating the elements of the machine

or combination which would readily suggest them-

selves to mechanics skilled in the art or which are

described in the specifications and drawings. Loom
Co. vs. Higgins, 105 U. S., 580; Deering vs.

Harvester Works, 155 U. S., 286."

We note that the case of Diamond Match Co. vs.

Ruby Match Co., 127 Fed., 341, is again cited by

opposing counsel in their reply brief, but in support

of a new contention made therein for the first time.

It is suggested that because the Doble needle valve is

moved forward into or away from the nozzle aperture

by the manual operation of the hand wheel used in

controlling the movement of such valve, there is no

true combination between such valve and the other

elements of the claims. Such a contention is puerile

and the "Match" case in no way supports the same.

That there may be no doubt on this point, we shall

briefly repeat our description of the mode of opera-

tion of the Doble device and then show that this

"Match" case is not in point.

Assuming there is a full load on the Doble wheel

and the full-sized jet is wholly impacting upon the

buckets, the wheel will be rotating at its normal speed

and consequently the centrifugal balls of the governor

will be rotating at their normal speed. Under such

conditions all the elements of the device are co-
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operating together in accomplishing a unitary result.

The needle valve in the nozzle bore is co-operating

with the nozzle in controlling the size and shape of

the jet. The nozzle is supporting the needle valve

and the pivots are directly supporting the nozzle and

indirectly supporting the needle valve. Likewise, the

pivots are counteracting the reactive force of the jet

and the amount of such force is controlled by the

position of the needle valve with respect to the nozzle

aperture as such position determines the size of the jet

and the amount of reactive force is directly dependent

upon the size of the jet.

Assuming that the load is suddenly reduced one-

half, the wheel will begin to speed up as the full-sized

jet is wholly impacting upon the buckets. The centri-

fugal balls will likewise speed up, thereby causing the

nozzle to be instantly deflected downward until only

one-half the jet is striking the buckets. In moving

downward, the nozzle will of course carry with it the

needle valve and the two devices will continue to co-

operate together and the pivots will likewise continue

to support them. The governor will be able to in-

stantly deflect the nozzle because it is in equilibrium

by reason of the pivots counteracting the reactive

force of the jet.

As only one-half of the jet is striking the buckets,

the station attendant will turn the hand wheel, which

controls the position of the needle valve, until such

valve is slowly moved forward into the nozzle aperture



II

to such an extent as to reduce the size of the jet one-

half.

In turning the hand wheel to move the needle valve,

the attendant does not destroy the co-operative rela-

tion between the valve and the other elements of the

combination. He merely supplies the motive force

which causes the combination to operate in a new way

under the changed conditions. As the needle valve is

gradually moved forward into the nozzle aperture, it

in conjunction with the nozzle tip reduces the size

of the jet. The decreased size of the jet causes the

wheel to slow down and this causes the governor to

instantly deflect the nozzle upward, and thereby direct

the jet more wholly upon the buckets. The governor

can instantly deflect the nozzle because the pivots are

counteracting the reactive force of the jet. It will

therefore be apparent that the movement of the needle

valve causes the nozzle to be deflected and it is en-

abled to cause such a deflection contemporaneously

with its own movement because the pivots counteract

the reactive force of the jet, thus placing the nozzle

in equilibrium.

The fact that the motive force for moving the needle

valve is supplied by a human being in no way pre-

vents that element from co-operating with the other

elements of the combination. A patent on a sewing

machine is not invalid because a human being must

supply the motive force for operating it. Thousands

of patents have been issued for machines whose ele-
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ments arc put into co-operative action by human be-

ings, but this is tlic lirst time vvc ever heard it con-

tended that such fact was sufficient to invalidate all

these patents. There is no co-operation between the

elements t)f a manually-operated coffee mill until a

human being turns the crank. Therefore, if the con-

tention of opposing counsel be correct, no valid patent

on such a device could ever be issued. Of course, in

the case at bar, we have shown that the elements of

the Doble combination are co-operating together at all

times. The movement of the needle valve only causes

one cycle of actions. At all times, however, it is co-

operating with the nozzle in controlling the size and

shape of the jet and at all times the pivots are co-

operating with such elements.

In the "Match" case, the mechanism for raising the

wheel, instead of putting that element into co-operative

action with the other element of the combination,

destroyed the co-operative relation between those two

elements. Likewise such raising mechanism was oper-

ated when the machine was stopped and when there

was consequently no co-operative action between the

wheel and the other element of the combination. If

the operation of such raising mechanism had caused

the wheel to directly or indirectly control the action

of the other element there w^ould have been a perfect

combination and the fact that a human being supplied

the motive force would in no way have affected such

co-operative action.



13

In the case at bar, the movement of the needle

valve causes and controls the action of the other ele-

ments of the combination. We desire to emphasize

the fact that the movement of the Doble needle valve

not only directly causes a change in the size or volume

of the jet, but indirectly causes a change in the direc-

tion of the jet. The Doble needle valve can not be

moved without causing a deflection of the nozzle.

Such deflection is more instantly caused by the move-

ment of the needle valve by reason of the nozzle being

in equilibrium. As w^e have stated before, this co-

operation between the valve and the nozzle was par-

ticularly called to the attention of his Honor Judge

Van Fleet, at the time he inspected the Doble inven-

tion in actual use. For his benefit, the needle valve

was moved into and away from the nozzle aperture

and this instantly caused the nozzle to be deflected

through the operation of the governor. Of course,

such deflection was more instantaneous because the

pivots counteracted the reactive force of the jet and

thus placed the nozzle in equilibrium. In regard to

this indirect control of the position of the nozzle by

the action of the needle valve, the case of Dayton Co.

vs. Forester Co., 152 Fed., 204, is in point. It is

therein said:

"The contention that the patent calls for an ag-

gregation of elements can not be sustained. The
rule has been much modified in later years, and it

is no longer held that, in order to constitute a valid
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combination patent, each element must directly co-

act upon each of the others to produce the result.

Where all are necessary to obtain the desired end,

a combination may be implied. National Cash

Register Company vs. American Cash Register

Company, 53 Fed., 367, 371, 372, 3 C. C. A., 559;
Bowers vs. Fon Schmidt (C. C), 63 Fed., 582,

and cases cited; Walker on Patents, Sec. 32."

In the case of Sanders vs. Hancock, 128 Fed., 434,

the Circuit Court of Appeals for the Sixth Circuit

said:

"It is not necessary to a valid combination that

all the parts should co-operate all the time. It is

enough that in the normal and progressive use of

the machine, they do so some of the time."

We also desire to call attention to the fact that if

the needle valve were not present in the combination

the nozzle would be straight and there would be no

reactive force to counteract. It is the presence of the

needle valve that makes necessary the specific inter-

relation of the elements.

On page 26 of their brief, counsel state in substance

that they have never found a case in which it was

"held to be a patentable combination to collate two

" elements in a machine in such a manner that there

" was action of one of the mechanisms only when a

" human being willed and actuated the necessary lever

" or hand wheel."

In the first place, the needle valve co-operates with
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the nozzle at all times to control the size and shape of

the jet. The needle valve alone cannot perform this

function.

In the second place, this Court has held just such a

combination patentable in the case of Los Alamitos

Siignr Co. vs. Carroll, 173 Fed., 280, wherein the

complainant was represented by one of the opposing

counsel herein. It may be opposing counsel over-

looked this case out of consideration for our feelings,

inasmuch as we represented the defendant therein.

Claim one of the Carroll patent, which was in that

case held valid and infringed, reads as follows:

"i. The combination of a vehicle support ar-

ranged to tilt sidewise; means for tilting the sup-

port and returning it to a level position; a stop

arranged to stop the support on a slant; a vehicle

having a bed provided with a drop side wholly

above the wheels and adapted to allow its load to

be dumped ofif sidewise; means extending between

and fastened to the tilting support and the vehicle

bed for holding the vehicle on the vehicle support

when it is titled; a latch for holding the drop side

in place and adapted to be released when the

wagon is tilted; and means for supporting the drop

side when it is dropped."

In the operation of the defendants' device, the latch

for holding up the drop side of the wagon was first

removed by a human being and thrown to one side.

Sometimes it was thrown on to the roof of a shed;

sometimes it was placed on the wagon seat. There-
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after a human being turned a linnd wheel to tilt the

platform to one side and thereby tilt the wagon chained

thereon. The removal of the latch did not cause the

other elements of the combination to operate. A min-

ute or an hour might intervene between the removal of

the latch and the tilting of the platform. After the re-

moval of the latch from the combination, it was neces-

sary for a human being to again act to put the other

elements of the combination into co-operative action.

If such human being did not act, the balance of the

combination would remain stationary and perform no

function. This Court held this claim valid when con-

strued to cover the aforesaid operation of the defend-

ant's device.

In the case at bar, the needle valve and nozzle

co-operate at all times in controlling the size of the

jet and the movement of the needle valve causes an

instantaneous movement of the nozzle. The pivots

counteract the reactive force of the jet and so enable

such movement of the nozzle to be instantaneous.

In view of the fact that opposing counsel, Mr. Lyon,

sustained his contention that said claim of the Carroll

patent was valid by the quotation of numerous author-

ities which were impliedly approved by this Court, we

will copy the following from his brief in that case:

"Circuit Judge Putnam (of the First Circuit),

in Beach vs. Hobbs (82 Fed., 916), says:

" 'In determining whether a combination claim

covers a true combination or a mere aggregation.
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the law looks only at practical and not at theoreti-

cal definitions and considerations; and, in a ma-

chine for attaching stays to the corners of boxes

the fact that the final result is achieved by feeding

mechanism, cutting mechanism and pasting mechan-

ism, which perform their functions as steps towards

the completed result, does not make the machine

a mere aggregation.'

"In Stutz vs. Armstrong (20 Fed., 843, 847),

Judge Acheson says:

" 'The defendants, however, insist that there is

no patentable combination between the partition,

valve and sieve, because, as they allege, no new

operation or result is due to their united action;

that the partition and valve are altogether inde-

pendent of each other, and in nowise aid or co-

operate with each other in performing their re-

spective functions, and the claim is founded upon

a mere aggregation of parts, which operate inde-

pendently of each other, producing no result due

to their joint and co-operating action. Now, cer-

tainly there is no patentable combination in a mere

aggregation of old devices which produce no new

efifect or result due to their concurrent or succes-

sive joint and co-operating action. But it is by no

means essential to a patentable combination (as

the defendants' argument implies) that the several

devices or elements thereof should co-act upon

each other; it is sufficient if all the devices co-

operate with respect to the work to be done, and

in furtherance thereof, although each device may
perform its own particular function only.'
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'in Iloffnuin vs. Young (2 Fed., 74, 77), it is

said:

" 'A mere aggregation of old parts, without any

new result issuing from their united action, is not

patentable. The parts must combine in operation,

and by their joint effect produce a new result.

They need not act simultaneously. If so arranged

that the successive action of each contributes to

produce the result, which, when obtained, is the

product of all the parts, viewed as a whole, a valid

claim for this combination may be sustained.

Williams vs. R. Co., 15 O. G., 655; Waring vs.

Wilkinson, Id.., 247; Forbush vs. Cook, 2 Law
Rep., 664; Herriny vs. Nelson, 12 O. G., 362.'

"The Court of Appeals for the Second Circuit,

in E. J . Manville Mach. Co. vs. Excelsior Needle

Co. (167 Fed., 538, 540), says:

" 'The fact that the completed nipple is devel-

oped by successive steps in the same machine does

not prevent the organized mechanism, which pro-

duces this result, from being considered as a com-

bination. Forbush vs. Cook, 2 Fish. Pat. Cas.,

669, Fed. Cas. No. 4931; National Cash Reg. Co.

vs. American Co., 53 Fed., 367, 3 C. C. A., 559.

From the very nature of the case the nipple can

not be formed into a commercial device by the

simultaneous action of all the parts in the sense

that they all act at the same moment and by a

single movement of the machine. A construction

of the claims requiring such simultaneous action

w^ould relegate even such a marvelously organized

machine as the Mergenthaler linotype to the un-

protected and defenseless class of aggregations.
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Mergent/ialer Co. vs. Press Co. (C. C), 57 Fed.,

505.'

"The Court of Appeals for the Sixth Circuit, in

National Tube Co. vs. Aiken (163 Fed., 254, 262),

says:

" 'The argument that the straightening press

does not act simultaneously with the other devices

included in the combination, if true, is not enough

to defeat the patent. If that device is so arranged

with the other devices made elements in the com-

bination as that each part co-operates to produce a

single practical and beneficial result, it is not im-

portant that that final result shall have been pro-

duced by a simultaneous or successive action of the

combined elements. Sanders vs. Hancock, 128

Fed., 424, 63 C. C. A., 166; Stilwell-Bierce &
Smith-Vaile Co. vs. Eufaula Cotton Oil Co., 117

Fed., 410, 54 C. C. A., 584; Forbush vs. Cook,

2 Fish. P. C, 668, Fed. Cas., 4931. Neither of

the patents cover mere aggregations, and in our

judgment fall clearly within the principle of the

cases last cited.'

"Mr. Justice McKenna, when sitting as circuit

judge and considering the case of Bowers vs. Von

Schmidt (63 Fed., 572-583), said:

" 'In Reckendorfer vs. Faber, 92 U. S., 347, the

Supreme Court say:

" ' "The combination, to be patentable, must pro-

duce a different force or effect or result in the com-

bined forces or processes, from that given by their

separate parts. There must be a new result by

their union. If not so, it is only an aggregation

of separate elements."
'
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" 'The Court seemed to feel that this language

needed illustration, And illustrations were given. I

select one:

" ' "Another illustration," the Court say, "may
be found in the frame of the sawmill, which ad-

vances the log regularly to meet the saw, and the

saw which saws the log. The two co-operate, and

are simultaneous in their joint action of sawing

through the log."

" 'The moving frame performed, of itself, no

other office than moving frames do. The saw per-

formed no other office than saws do; but, each

peforming its particular function, they together

"sawed through the log."

" 'It is well settled that the action of the ele-

ments need not be simultaneous, and Judge Ache-

son said, in Stutz vs. Armstrong, 20 Fed., 847:
" ^

''It is by no means essential to a patentable

combination, as the defendant's argument implies,

that the several devices or elements should co-act

upon each other. It is sufficient if all the devices

co-operate with respect to the work to be done,

and in furtherance thereof, although each device

may perform its own particular function only."

" 'See also:

Yale Lock Manuf'g. Co. vs. Norwich Nat.

Bank, 6 Fed., 394.
" 'Other cases but repeat and illustrate in various

ways these views. To make a combination there

must be a patentable relation between the elements

(Bussey vs. Manufacturing Co., no U. S., 146, 4
Sup. Ct., 38) ; that one element must qualify or

modify the other {Double Pointed Tack Co. vs.
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Two Rivers Manuf'g. Co., 109 U. S., 121, 3 Sup.

Ct., 105; Stephenson vs. Railroad Co., 114 U. S.,

158, 5 Sup. Ct., 777) ; that there must be more than

a juxtaposition of parts {Reckendorfer vs. Faber,

92 U. S., 347) ; that they must co-operate in one

result—each must influence or affect the action of

the other. If each fulfills its office, and nothing

more, it is not a combination (Beecher Manuf'g.

Co. vs. Atwater Manuf'g. Co., 114 U. S., 524,

5 Sup. Ct., 1007).
" 'But further quotation would be tiresome, and

I have made these not because they are necessary

to define the law, but because counsel feel or feign

despair of having the cases they cite read or ap-

plied.

" 'Applying the principle of law counsel ad-

vance, and which I have quoted, counsel on page

264 of their brief, say:

" ' "Now, in the Bowers case, the action of the

dredge is using the rotary suction pump, the exca-

vator, the suction pipe, and all that portion of the

discharge pipe which is upon the dredger, is pre-

cisely the same, whether there is an additional ex-

tension of that discharge pipe by means of flexible

joints or not."

" 'Of course not, if we disregard the oflice of the

flexible joints and the oflice of flexibly joining the

discharge pipe to the dredge. But this office can

not be disregarded. It enables the action of the

dredging machine to be continuous as it swings

on a side feed and excavates. This is the essence

of the invention, the new result which was not

accomplished before, and bears the test of all the
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dcrtnitioiis of combinations to which 1 have been

cited. The same remarks are applicable to the

turntable or vertical anchors, whichever be used.

Counsel say: "If any other holding is substituted

for the turntable and spuds, the dredge does its

work just the same." It would only do some work

"just the same," and besides the turntable or spuds

have other offices than "holding." It permits

swinging as well—work on a side feed, work on a

forward feed. This is ignored by counsel.'

"In Holmes Burglar Alarm Tel. Co. vs. Do-

mestic, Etc., T. Co. (42 Fed., 220, 226), the Court

says:

" 'It is further insisted on by the defendants that

the patent in suit does not contain a patentable

combination, in that it is only an aggregation of

old parts or elements which act successively, and

not simultaneously. The simultaneous co-operation

of the parts is not essential to a patentable com-

bination, if the parts are so arranged that the suc-

cessive action of each contributes to produce some

one practical result, which result, when attained, is

the product of the simultaneous or successive action

of all the elementary parts viewed as one entire

whole. The term "co-operation" does not mean

acting together or simultaneously, but unitedly to

a common end. Birdsall vs. McDonald, i Ban. &
A., 165; Forbush vs. Cook, 2 Fish Pat. Cas., 668;

Hoffman vs. Young, 2 Fed. Rep., yj. So here the

electrical protection of the conductors is the result

produced by the combination, and the two instru-

ments guard the same line at the same time. One

instrument protects it from cutting, and the other
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from short-circuiting. Remove either instrument,

and the result fails pro tanto. This result was use-

ful, and never before known. The design of the

combination was to protect the patented apparatus

against the methods of disabling it by tampering

with the conductors, as could be done with the

prior systems. The instruments co-operate in ma-

king good each other's deficiencies, and the ar-

rangement of the conductors is such that all their

essential parts are brought under the protection of

the instruments. To this end the resistance co-

operates with the closed circuit instrument by

forming a path for the current, when the appa-

ratus is in its normal condition, so that a continu-

ous current may flow through the conductors and

through the instrument without giving an alarm.

It co-operates with the open circuit instrument by

enfeebling the current to such an extent that the

open circuit instrument is not called into action

until a short circuit is formed, and the current

thereby increased. In view of the authorities, this

constitutes a patentable combination, leading to

a new result by new means.'

"As said in Blake & Knowles Steam Pump
Works vs. Warren Steam Pump Co. (155 Fed.,

285, 293):
" 'The criticism that the claims specify "merely

an assemblage of structural features, among which
some are functionally independent of the others

and have no mutual influence or effect upon one

another," does not present a proper test of the ex-

istence of a true combination. * * * j^ ^vould

be introducing an impractical refinement * * *
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to invalidate claims which arc drawn in a usual,

practical and convenient form.'

"In International Time Rec. Co. vs. Dey (142

Fed., 736, 744), it is said:

" 'Strictly speaking, the combinations are not, as

we have seen, of old elements, as the card receiver

with movable abutment possesses important fea-

tures not found in the prior art, but conceding, for

the moment, that all the elements, when segregated,

are old, it can not be denied, we think, that the

combination is not only new but that it produces

a new result, or, at least, an old result in a better

way than any device which preceded it. The ele-

ments of the combination so act that each qualifies

every other, and the new result is due to their co-

operative action. Remove one and the machine

becomes inoperative; it fails to produce the desired

result. It is true that these elements do not act

synchronously, but this is not necessary, simul-

taneous action being frequently absent from patent-

able combinations. National Cash Reg. vs. Amer-

ican Cash Reg., 53 Fed., 367, 3 C. C. A., 559;

Heath Cycle Co. vs. Hay (C. C), 67 Fed., 246;

Forbush vs. Cook, 2 Fish Pat. Cases, 668, Fed.

Cas. No. 4931.'

"In the leading case of National Cash Register

Company vs. American Cash Register Company

(53 Fed., 367, 371), the Circuit Court of Appeals

for the Third Circuit says:

" 'We have not overlooked the suggestion of ap-

pellee's counsel that Campbell's conception and

arrangement were merely of an aggregation of

known elements, not amounting to a true combina-
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tion, and that, therefore, he was not entitled to a

patent for anything. This suggestion is based upon

the allegation that each of the elements associated

by Campbell does not qualify every other of them;

but this is true only in the sense that each does not

modify or change the characteristic mode of action,

or method of operation, of the others. In doing

its appointed share towards effecting the single re-

sult achieved by the co-operation of all, each ele-

ment acts, of course, according to the law of its

own being; but, though of necessity so acting, it is

still, none the less, combined with the others, and

does "qualify" each and all of them (not their dis-

tinctive methods of operation), in the sense that

each is, by the co-operation of the others, capaci-

tated to contribute, by acting in its own peculiar

way, to the common end, which, without the co-

operation of each and every other of the co-ordi-

nated elements, it would be powerless to accom-

plish or advance. Some of the language used by

Mr. Justice Matthews in delivering the opinion

of the Supreme Court in Pickering vs. McCul-
lough, 104 U. S., 310, has been pressed upon our

attention, as indicating, it is claimed, that in a

patentable combination of old elements all the

constituents must so enter into it that each changes

the mode of action of every other, and that each

element must not merely perform its own part in

the combination, but must also, in some way, be

directly and immediately concerned in the per-

formance of their respective parts by every other

of the elements. No such doctrine as is thus

claimed to be deducible from the opinion in Pick-
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I'tiniT vs. MrCul/ough appears to have been essen-

tial to the judgment in that case, nor do we think

it necessary to attribute to the particular language

referred to (104 U. S., 318) the meaning ascribed

to it by counsel. If, instead of an extract, the

whole opinion be read, in connection with the

authorities which are cited in it, it may be readily

perceived that the substance of the doctrine in-

tended to be afiirmed is that a combination, to be

patentable, must produce a new and useful result,

as the product of the combination, and not a mere

aggregate of several results, each the complete

result of one of the combined elements. There

must be a new result produced by their union.

That Campbell's invention was of a combination,

as thus defined, we entertain no doubt; and that

Mr. Justice Matthews should be understood as

holding that no combination is patentable which

does not fulfill the requirement which appellee's

counsel insists is requisite, we can not suppose. If

it were essential to a valid patent for any combina-

tion whatever that the mode of action of every

element included in the combination should be

changed by each of the others, it would have been

impossible to sustain several combination patents

which have in fact been upheld, as, indeed, it

would be difficult to conceive of any mechanical

combination which would be both possible and

patentable. A screw or a lever can act only in

one way, yet a screw and a lever may so act in

combination as to produce, in consequence of their

combination, a single, new, and useful result.

Moreover, there is no intimation in the opinion in
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Pickering vs. McCullough of a purpose to over-

rule the earlier decisions with which (upon the

view taken of it by counsel) it would appear to

conflict, nor has it in later cases (which, of course,

are to be followed) prevented the Supreme Court

from declaring the law of this subject in accord-

ance with our understanding of it. Blake vs. Rob-

ertson, 94 U. S., 728; Park vs. Booth, 102 U. S.,

96; Loom Co. vs. Higgins, 105 U. S., 580; Clough

vs. Barker, 106 U. S., 166, i Sup. Ct. Rep., 188;

Lake Shore & M. S. Ry. Co. vs. National Car

Brake Shoe Co., no U. S., 229, 4 Sup. Ct. Rep.,

33; Lock Co. vs. Sargent, \ij U. S., 536, 6 Sup.

Ct. Rep., 934.'

"This Court has quoted and approved this de-

cision and the rule announced therein, in your

Honors' decision in San Francisco Bridge Co. vs.

Keating, 68 Fed., 351, 354.

"The Court of Appeals for the Sixth Circuit, in

Dowagiac Mfg. Co. vs. Superior Drill Co. (115

Fed., 886, 895), says:

" 'Another objection to the validity of the patent

is that the claims thereof are for mere aggrega-

tions of parts, which have no co-operation in use.

This objection, if tenable, would be applicable to

most, if not all, the inventions which have been

patented for constructing disc-harrow drills. It is

true that this is not a conclusive answer to the ob-

jection, but it would convict the Patent Office of a

long line of error. A strong presumption must

arise from the fact that, although such inventions

have repeatedly been under consideration, patents

have been issued thereon without notice of so
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fundamental an objection. And the inference is

that reason for such an objection was not found to

exist. But at all events it is plain that, with re-

spect to this patent, the objection is not well

founded. The parts do efficiently co-operate to

produce the useful result. The disc, which is the

factor distinguishing this class of drills from those

in previous use, cuts, scrapes, and lifts away, and

then drops back, the earth. Meantime the shield is

keeping the furrow and the space for the falling

seed clear, keeping the seed from falling out

sidewise on the land, where it will not be cov-

ered, and aiding in distributing the seed. The
conduit during these operations is carrying down
the seed from the hopper, and the frame is sup-

porting the other parts, and holding them in

proper relation to each other. Beyond doubt, such

facts bring the case within the description of a

patentable combination given in Reckendorfer vs.

Faber, 92 U. S., at page 357, 23 L. Ed., 719. And
see Deere & Co. vs. Rock Is/and Plow Co., 28

C. C. A., 308, 84 Fed., 171, for a case much in

point.'

"The Circuit Court of Appeals for the Eighth

Circuit, in Deere & Co. vs. Rock Island Plow Co.

(84 Fed., 171), says:

" 'The new result which a combination is re-

quired to attain is a result which is new and dis-

tinguishable as compared with results produced

by the elements in their separate state, or as as-

sembled in a mere aggregation without functional

relations to each other. A combination is not un-
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patentable merely because its results may also have

been produced by other combinations.' "

In our reply brief, we neglected to refer to the de-

cision of his Honor, Judge Dietrich, which was men-

tioned by opposing counsel in their opening brief.

In the first place, the invention involved herein was

not before his Honor. In the second place, the ques-

tion of aggregation was neither considered by any of

the witnesses nor by counsel. That question was not

in issue. The sole question in issue was priority of

invention. If the question of aggregation had been in

issue, we feel certain that we could have convinced

his Honor that the invention before him was a true

patentable combination. Every element thereof was

dependent upon and influenced either directly or indi-

rectly the action of every other element. All of the

elements were necessary for the accomplishment of the

unitary result. However, as the invention involved

herein differs substantially from the invention before

his Honor, in respect to mode of operation there is

no occasion for considering further the obiter dicta

contained in his Honor's opinion.

Although our only justification for filing this brief

is that opposing counsel have embodied in their reply

brief new matter which should have been inserted in

their opening brief so we could have had an oppor-

tunity of replying thereto in the usual course, we can

not refrain from calling attention to another attempt
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on their part to create an impression entirely incon-

sistent with the undisputed facts.

On page 38 of their reply brief they state that there

is an admission in the patent in suit to the effect that,

prior to the date of the invention in suit, "the use of

curved deflectible nozzles provided with regulating

devices for controlling the quantity of water discharge

were well known" to the patentee Doble. There is

no such admission in the patent.

As we have before stated, the application for the

original patent, of which the patent in suit is a re-

issue, w^as filed on October 17, 1903. Speaking as of

that date, the patentee could well say that prior there-

to needle regulating deflecting nozzles were in use.

However, the invention in suit was made in August,

1900. This fact is not disputed. As two of the op-

posing counsel represented Mr. Henry in various in-

terference proceedings in which it was proven beyond

dispute that, so far as any one concerned knew, the

first needle regulating deflecting nozzle pivoted to a

pipe line was built by Mr. Doble's company and put

into use in November, 1901, at the San Joaquin Power

Company's plant near Fresno, it is indeed surprising

to find them attempting to create an impression to the

contrary by misconstruing the statements contained in

the patent in suit. The fact that this San Joaquin

nozzle was the first needle regulating deflecting nozzle

ever used was also established and not disputed in the

case decided by his Honor, Judge Dietrich.
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Wc shall not reply to the criticisms of some of the

statements contained in our reply brief because we

quoted liberally from the record in support of such

statements and opposing counsel have pointed out no

testimony to support their criticisms. The reason for

their failure to do so is obvious.

In closing we desire to call attention to the follow-

ing words of the Supreme Court in Toplijf vs. Top-

liff, 145 U. S., 156:

"The object of the patent law is to secure to in-

ventors a monopoly of what they have actually

invented or discovered and it ought not to be de-

feated by a too strict and technical adherence to

the letter of the Statute or by the application of

artificial rules of interpretation."

Respectfully submitted.

JOHN H. MILLER,
WILLIAM K. WHITE,

Counsel for Complainant-Appellee.




